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Response to Amendment 

1 . In the amendnnent filed 9/30/04, the following has occun-ed: claims 1. 22, and 24 have 
been amended. Now, claims 1 and 3-30 are presented for examination. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1,3-11,15-16.1 8-21 , and 26-30 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Mayaud, U.S. Patent No. 5.845.255 in view of Kaker et al., U.S. Application 
Publication No. 2001/0037218. 

4. As per claim 1 , Mayaud teaches a method for renewing a prescription for a 
pharmaceutical via an electronic network, comprising the steps of: computer generating a 
prescription renewal request for the renewal of a prior prescription (see column 19, lines 48-53 
and lines 63-67); receiving a renewal prescription, in response to said prescription renewal 
request from a prescriber (see column 20, lines 50-60); and notifying a dispenser to fill said 
renewal prescription (see column 20. lines 5-1 1 and column 32. lines 23-25). Mayaud does not 
explicitly teach computer monitoring an expiration date of a prescription, generating the renewal 
request based on the computer monitoring, and transmitting the prescription renewal request to 
a prescriber. Kaker teaches a system that computer monitors an expiration date of a 
prescription (see paragraph 146); generates a renewal request prior to said expiration date 
based on said computer monitoring and without patient involvement (see paragraph 147); and 
transmitting the prescription renewal request to a prescriber (see paragraph 155). It would have 
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been obvious to one of ordinary skill in the art at the time of the invention to incorporate these 
features into the system of Mayaud. One of ordinary skill in the art would have been motivated 
to incorporate these features for the purpose of aiding physicians in tracking and monitoring 
prescription drugs needed by indigent patients (see paragraph 6). 

5. As per claim 3, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches the generating step further comprises creating said prescription 
renewal request from the following: a patient identifier, a phamnaceutical identifier, a dispenser 
identifier, a prescription identifier, a prescriber identifier, a dosage, number of refills, and a 
strength (see Figure 3). 

6. As per claim 4. Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches prior to said receiving step, providing infomiation useful to said 
prescriber for reviewing said prescription renewal request (see column 20, lines 32-40). 

7. As per claim 5, Mayaud in view of Kaker teach the method of claim 4 as described 
above. Mayaud further teaches said information is selected from the following: warnings for any 
drug-drug reactions, formulary listings, patient medication history, and low cost therapeutic 
alternatives (see column 20. lines 20-40 and column 21, liens 34-51). 

8. As per claim 6, Mayaud in view of Kaker teach the method of claim T as described 
above. Mayaud further teaches said receiving step further comprises the step of acquiring a 
renewal prescription, wherein said renewal prescription has components that have been 
changed from said prior prescription (see column 20, lines 50-56. note that the renewal takes 
place "after editing"). 

9. As per claim 7, Mayaud in view of Kaker teach the method of claim 6 as described 
above. Mayaud further teaches said components are selected from the following: a patient 
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identifier, a pliarmaceutical identifier, a dispenser identifier, a prescription identifier, a prescriber 
identifier, a dosage, number of refills, and a strength (column 20. lines 50-56 and Figure 3). 

10. As per claim 8. Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches said receiving step further comprises the step of acquiring an 
appeal from said prescriber for a patient of said prior prescription to contact said prescriber (see 
column 23. lines 29-39). 

11. As per claim 9, Mayaud in view of Kaker teach the method of claim 8 as described 
above. Mayaud further teaches said acquiring step further comprises notifying said dispenser to 
inform said patient to contact said prescriber (column 23, lines 29-39). 

12. As per claim 10, Mayaud in view of Kaker teach the method of claim 8 as described 
above. Mayaud further teaches said acquiring step further comprises notifying said patient to 
contact said prescriber (see column 23, lines 29-39). 

13. As per claim 1 1 , Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches the steps of claim 1 occur for a plurality of prescription renewal 
requests and renewal prescriptions (see column 20. lines 50-60). 

14. As per claim 1 5, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches deleting said electronic prescription renewal request after a set 
time (see column 15. lines 41-47). 

15. As per claim 16, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches deleting said renewal prescription after a set of time (see 
column 15. lines 41-47). 

16. As per claim 18, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches receiving said prior prescription (see column 20. lines 50-51); 
determining whether a prescribed pharmaceutical from said prior prescription is on fomiulary 
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(see column 32, lines 7-13); and dispensing said prescribed phannaceutical based on said 
detemnining step (see column 32, lines 23-25). 

17. As per claim 19, Mayaud in view of Kaker teach the method of claim 18 as described 
above. Mayaud further teaches ascertaining whether said prescribed phamnaceutical is a 
chronic medication (see column 20, lines 41-49 and Figure 3, the patient history would indicate 
if a prescription had been prescribed for a chronic illness); and storing a result of said 
ascertaining step (see column 20, lines 41-49 and Figure 3, this result is at least temporarily 
stored in the memory of the portable computing device). 

18. As per claim 20, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches the initial step of detemnining whether refills are available for 
said prior prescription (see Figure 3, reference 100). 

19. As per claim 21 , Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches obtaining a patient record, said record containing at least a 
patient identifier, a pharmaceutical identifier for a cun-ently prescribed pharmaceutical, a number 
of authorized refills of the currently prescribed pharmaceutical, and a date of the last filling of the 
currently prescribed phannaceutical (see Figure 3); and setting a renewal date before a last refill 
has been consumed by a patient if said number of authorized refills is greater or equal to a 
predetermined number (see column 26, lines 57-60). 

20. As per claim 26, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches setting a renewal date prior to expiration of said prescription 
(see column 20, lines 50-56). Mayaud does not explicitly teach detemnining when a 
prescription will expire and determining whether said renewal date has been reached. Kaker 
teaches a method for determining when a prescription will expire and detemnining whether a 
renewal date has been reached (see paragraph 155). It would have been obvious to one of 
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ordinary skill in the art of prescription management to incorporate this feature into the system of 
Mayaud along with the teachings of nevoca for the reasons given above with respect to claim 1. 

21 . As per claim 27, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches said prescription comprises multiple presaiptions for a patient 
(see column 20. lines 5-13). 

22. As per claim 28. Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches said prescription comprises multiple prescriptions for multiple 
patients (see column 4, lines 48-55). 

23. As per claim 29, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches said prescription comprises a prescription for multiple patients 
(see column 4, lines 48-55). 

24. As per claim 30, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud does not explicitly teach the computer monitoring occurs without patient 
intervention. Kaker teaches said computer monitoring occurring without patient intervention 
(see paragraph 155). It would have been obvious to one of ordinary skill in the art of 
prescription management to incorporate this feature into the system of Mayaud for the reasons 

- -given above with respect to claim 1 . 

25. Claims 12-14, 17, and 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mayaud, U.S. Patent No. 5,845.255 in view of Kaker et a!.. U.S. Application Publication No. 
2001/0037218 and further in view of nevoca.com Enhances Prescription Verification 
System (hereinafter nevoca). 

26. As per claim 12. Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud does not explicitly teach ascertaining a status of said prescription renewal 
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request. Nevoca teaches ascertaining a status of said prescription renewal request (see 
paragraph 9). It would have been obvious to one of ordinary skill in the art of prescription 
management at the time of the invention to include this feature in the system of Mayaud. One 
of ordinary skill in the art would have been motivated to incorporate this feature for the purpose 
of decreasing time spent processing prescriptions (see paragraph 2 of nevoca). 

27. As per claim 13, Mayaud in view of nevoca and Kaker teach the method of claim 12 as 
described above. Mayaud does not explicitly teach determining how many prescription renewal 
requests were transmitted to said prescriber and establishing how many prescription renewal 
requests said prescriber has addressed. Nevoca teaches these determining and establishing 
steps (see paragraph 9. the Examiner asserts that these steps would be necessary to determing 
the "exact status" when a doctor has not yet responded to a prescription renewal request). It 
would have been obvious to one of ordinary skill in the art of prescription management at the 
time of the invention to include this feature in the system of Mayaud for the reasons given above 
with respect to claim 12. 

28. As per claim 14. Mayaud in view of nevoca and Kaker teach the method of claim 12 as 
described above. Mayaud does not explicitly teach sending the status to said prescriber. 

„ Nevoca teaches said-ascertaining step further comprises the step of se said 
prescriber (see paragraphs 4 and 9). It would have been obvious to one of ordinary skill in the 
art of prescription management at the time of the invention to incorporate this feature into the 
system of Mayaud for the reasons given above with respect to claim 12. 

29. As per claim 17, Mayaud in view of Kaker teach the method of claim 1 as described 
above. Mayaud further teaches accepting said prescription renewal request using a portable 
computing device (see column see column 7. lines 57-67); displaying said prescription renewal 
request, via said portable computing device, to said prescriber (see column 7. lines 57-67); 
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showing said prescriber infomiation, via said portable computing device, useful for reviewing 
said prescription renewal request (see column 7, lines 57-67 and Figure 3); and communicating 
said renewal request to using said portable computing device (see column 7. lines 57-67 and 
Figure 3, in particular, reference 80). Mayaud does not explicitly teach electronic transmission 
of a request via a server as described above with respect to claim 1 . Nevoca teaches a system 
for electronically communicating prescription renewal requests to doctors as a result of call-in or 
walk-in requests (see paragraphs 4 and 7. note that communication is done on-line through 
nevoca.com and, as such, requires a host server). It would have been obvious to one of 
ordinary skill in the art of prescription management at the time of the invention to include this 
feature in the system of Mayaud. One of ordinary skill in the art would have been motivated to 
incorporate this feature for the purpose of decreasing time spent processing prescriptions (see 
paragraph 2 of nevoca). 

30. Claims 22 and 23 contain substantially similar limitations to claims 1 , 5 and 17 and. as 
such, are rejected for similar reasons as given above. 

31 . Claims 24 and 25 contain substantially similar limitations to claims 1 and 17 and, as 
such, are rejected for similar reasons as given above. 

Response to Arguments 

32. In the remarks filed 9/30/04, Applicants argue in substance that the combination of 
references, and Sekura in particular, fail to teach computer generation of a prescription renewal 
request that occurs without patient intervention. The Examiner agrees with this argument and, 
accordingly, has no longer relied upon the teachings of Sekura. However, the Examiner has 
applied a new grounds of rejection in view of Kaker as detailed above. It is respectfully 
submitted that Kaker teaches computer generation of a prescription renewal request without 
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patient intervention and. when combined with the other teachings, meets all of the claim 
limitations. Therefore, this argument is now moot in view of the new grounds of rejection. 



33. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Luke Gilligan whose telephone number is (703) 308-6104. The examiner 
can nomrially be reached on Monday-Friday 8am-5:30pm. 

34. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Joseph Thomas can be reached on (703) 305-9588. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

35. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status infomiation for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more infomiation about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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